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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

)
ANASTASIA BEVERLY HILLS, INC. )
ANASTASIA SOARE ) Opposition No.
ANASTASIA SKIN CARE, INC. ) 91188736
Opposers, )
)
V. ) APPLICANT'’S
) OPPOSITION TO
) MOTION_TO DISMISS
ANASTASIA MARIE LABORATORIES, INC. ) AND APPLICANT’S
Applicant. ) MOTION FOR
) SUMMARY JUDGMENT

Applicant, Anastasia Marie Laboratories, Inc., by and through its attorney,

hereby requests that the Trademark Trial and Appeal Board (the “Board™):

(1) deny Opposers Anastasia Beverly Hills, Inc., Anastasia Soare and Anastasia

Skin Care, Inc.’s Motion to Dismiss Applicant’s cancellation counterclaims; and

(2) grant Applicant’s motion for summary judgment and cancel Opposers’
Registrations Nos. 2,798,069 and 2,821,892 in Class 3 for the marks
ANASTASIA BEVERLY HILLS and ANASTASIA BEVERLY HILLS
stylized logo design based upon Opposers’ fraud upon the U.S. Patent and
Trademark Office.

Applicant relies upon its Memorandum of Law, Declaration of Daphne
Sheridan Bass, its motion for leave to file its amended pleadings and its pleadings
which plead fraud with particularity in accordance with DaimlerChrysler Corporation
and Chrysler, LLC v. American Motors Corporation, Cancellation No. 92045099
(January 14, 2010).
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INTRODUCTION

In this opposition proceeding commenced on January 24, 2009 against
Applicant’s mark ANASTASIA, Applicant counterclaimed to cancel Opposers’
registrations for ANASTASIA BEVERLY HILLS in Class 3 on the ground of fraud.

Opposers moved to dismiss Applicant’s counterclaims, asserting that fraud was
not pleaded with particularity; a point well-taken as Applicant’s petitions were filed
before In re Bose Corp., No. 2008-1448, 2009 WL 2709312 (Fed. Cir., Aug. 31,
2009). Applicant has filed a motion to amend its counterclaim to address those
pleading issues and a proposed Amended Counterclaim setting forth Applicant’s fraud
allegations in accordance with DaimlerChrysler Corporation and Chrysler, LLC v.

American Motors Corporation, Cancellation No. 92045099 (January 14, 2010).

But Opposers have also filed a Motion to Amend to delete 13 goods in Class 3
from both registrations on the basis that they were never used. Opposers’ excuses

defy reality. It is their Motion to Amend which ignites the instant Motion.

Applicant does not merely claim that Opposers “should have known™ that they
were deceiving the PTO. They must have known that they were deceiving the PTO in

the face of:
(1) their admission that 13 products never existed and a request to delete another 12;

(2) their excuses displaying a pattern of conduct perpetuated over 2 years consisting

of a reckless disregard of the truth so egregious that it rises to the level of fraud;
(3) their own Disclosures imputing fraud; and
(4) an admission that every “use” date in both registrations were misstated ---

---- all of which amounts to evidence of a case of fraud that cannot, by any stretch of

the legal imagination, be less than “clear and convincing™.



MEMORANDUM OF LAW

STATEMENT OF FACTS

I. The Parties

Applicant Anastasia Marie Laboratories, Inc. (“Applicant™) distributes a skin
care line which focuses principally on diabetic skin care needs. Applicant’s C.E.O.,
Anastasia Marie Chehak, herself a “Type 2™ diabetic person, founded Applicant in 1989.
For over 20 years, Applicant’s products have sold nationwide with nearly 10 of those
years under the ANASTASIA brand, creating a significant reservoir of goodwill.
Applicant has standing in this proceeding under 15 U.S.C. § 1063(a). (Applicant
Disclosures - Exhibits A; B)

Opposer Soare (“Opposer”) operates a salon in Beverly Hills, California called
“Anastasia Beverly Hills”, where she performs eyebrow plucking services for a clientele
which, Opposer declares, includes Hollywood celebrities. Other salon services are
available, but the salon’s primary attraction and service is that of eyebrow shaping.
Opposer’s honed expertise in this field has reportedly earned her a reputation as the
“Eyebrow Guru™; resulting in television appearances on “The Oprah Winfrey Show™ and
other nationally syndicated programs (Opposer Exh. PB-1; 996,7; Opposers” Disclosures
ABH 010023~ Exhibit C).

I1. Applicant’s ANASTASIA Application

On January 24, 2009, Opposers filed their opposition to Applicant’s mark
ANASTASIA Ser. No. 77150306 for body cream, body lotion, hand cream, hand lotions
and skin cleansing lotion; claiming likelihood of confusion and dilution of their
registered marks ANASASIA BEVERLY HILLS, No.2,821.892, and the stylized A
ANASTASIA BEVERLY HILLS, No.2,798,069 (the “Marks™) in Class 3. Applicant
filed an Answer and two counterclaims to cancel Opposers’ registrations on the ground of

fraud.



III. Opposers’ Registrations Nos. 2,798,069 /2,821,892

Opposers own 2 registrations:

(1) Registration No. 2,798,069 for A ANASTASIA BEVERLY HILLS
(“AABH”): Potpourri; cosmetics, namely, foundation, concealer, pressed powder,
loose powder, eye shadow base, blush, bronzing liquid, eye shadows, mascara,
eyeliners, lip coverings, lipstick, lip gloss, lip liners, eyebrow color pencils, eyebrow
pencils, eyebrow powder, eyebrow pomade, eyebrow gel, nail polish, nail base coat,
and nail top coat; skin care products, namely, facial cleansers, facial cleansing bars,
facial toners, facial astringents, facial moisturizers, eye creams, eye gels, eye-area
moisturizers, eye-area gels, eye-area creams, facial masques, facial serums, facial
exfoliators, body cream, body lotion, body powder, body moisturizers, body lotions,
body toners, body astringents, and hand creams; body cleansing products, namely,
creams, gels, and bar soaps; fragrance products, namely, perfume, eau de parfum, eau
de toilette, cau de cologne, fragranced creams, lotions, gels, bar body toners, and
astringents; room fragrances in Class 3, candles in Class 4, eyebrow tweezers,

eyebrow grooming scissors in Class 8 and cosmetic brushes in Class 21; and:

(2) Registration No. 2,821,892 for ANASTASIA BEVERLY HILLS (“ABH”):
Potpourri; cosmetics, namely, foundation, concealer, pressed powder, loose powder,
eye shadow base, blush, bronzing products, eye shadows, mascara, eyeliners, lip
coverings, lipstick, lip gloss, lip liners, eyebrow color products, eyebrow pencils,
eyebrow powder, eyebrow pomade, eyebrow gel, nail polish, nail base coat, and nail
top coat; skin care products, namely, facial cleansers, facial cleansing bars, facial
toners, facial astringents, facial moisturizers, eye creams, eye gels, eye-area
moisturizers, eye-area gels, eye-area creams, facial masques, facial serums, facial
exfoliators, body cream, body lotion, body powder, body moisturizers, body lotions,
body toners, body astringents, and hand creams; body cleansing products, namely,

creams, gels, and bar soaps; fragrance products, namely, perfume, eau de parfum, eau



de toilette, eau de cologne, fragranced creams, lotions, gels, bar body toners, and
astringents; room fragrances in Class 3, candles in Class 4, eyebrow tweezers,

eyebrow grooming scissors in Class 8 and cosmetic brushes in Class 21.

IV. The Material Facts

A. Opposers Admit to Non-Use of the Marks on 13 Goods in Class 3

In their Motion to Amend, Opposers admit that the marks have not been used
in commerce on 13 goods in Class 3: nail polish, nail base coat, nail top coat, body
powder, facial toners, facial astringents, facial masques, body toners, body

astringents, body cleansing gels, fragranced gels, bar body toners and astringents.'

Opposers also seek to delete an additional 12 products from Class 3 and one
product in Class 4 in both registrations; stating that they are not “currently” promoting

these products for nationwide sale. (Opp. Exh. PB-1 941).

Opposer Soare offers a plethora of excuses for her misrepresentations to the
PTO; ranging from insinuations that the PTO Declaration language which she signed

on 2 occasions was unclear --- to the fact that she did not read, review nor understand

the PTO documents which she signed in 2 trademark applications over 2 years. She

says that:

(1)  Neither the ABH Declaration nor the AABH Declaration which she signed in
1999 when she filed the trademark applications made “any explicit reference to

any specific goods...”.( 9 15, 25).

(2)  She “did not conduct a careful review of the ‘goods’ listed” in either of the

two applications. ( g Y135, 25).

! Opposers’ Motion to Amend lists 13 goods which have not been used; Opposer Soare’s Declaration lists
“12” as not used and “13” as not “currently” in use.



3)

4)

&)

(6)

(7)

(8)

)

With respect to both the ABH application and the AABH application, she “did
not have a clear understanding of what it means to ‘use the mark in
commerce’ other than that the listing of goods included all the product

categories that she was “planning to market”. (7 15, 25).

She “did not realize that the 2001 ABH Amendment would be interpreted to

mean that ABH was claiming that it was then using the mark in any particular

way.” ( Y 20).

She “mistakenly believed that any commercial use of the name ‘Anastasia

Beverly Hills” constituted ‘use in commerce’.” (9 21).

She “did not review the Notice of Allowance referenced in the 2003 AABH

Declaration” which she signed under oath. ( ¥ 30).

She “did not know that the Statement of Use filed with her 2003
Declaration would be interpreted to mean that ABH was claiming that it was

using the mark on each of those goods in interstate commerce.” (4 31).
She “did not understand the legal meaning of ‘interstate commerce’. (9 30).

She does not “profess to be an expert on what constitutes normal trade

usages and practices in the field of fragrances and perfumes™. ( 4 38).
(Soare Decl. - Exh. PB-1, Opposer’ Motion to Dismiss)

B. Opposer’s Own Disclosures Impugn Her “Honest Mistake” Excuses

Opposers provided mountains of publicity releases in their Disclosures

discussing Opposer Soare and her renown as the “Eyebrow Queen”. Two publicity

releases in August and October, 2000 confirm that Opposer Soare knew then that the

Marks were not in use on skin care or fragrance products identified in the

registrations. Herein are excerpts from Opposers’ own Disclosures:



(1) Opposer’s August, 2000 interview with “Womens Wear Daily” (“WWD”):

“Of the overall goals for the line, she admitted ‘step two’, a full skin care
collection, is underway, as is step three, a fragrance. She already has begun the
painstaking process of identifying scents, but she's in no rush to bring out either
category. *  (Emphasis added).

WWD, August, 2000. (Opposers’ Disclosure ABH 010023, Exhibit C).

(2) Opposer’s October, 2000 interview with “The Wall Street Journal” (“WSJ”):

“This fall she launches the Nordstrom counters. Next, she would like to
launch a skin care line, followed by a fragrance. Eventually she dreams of
taking her company public. ‘If I want something, I will get it,” she says.

I am the most ambitious person you have ever met.’” (Emphasis added).

WS, October 23, 2000, (Opposers Disclosures ABH 010131, ABH 010132,
ABH 010133, ABH 010134 - Exhibit D).

Thus, in May, 2001, Opposer verified to the PTO that the ABH Marks had been
in use in skin care and fragrance as of September, 2000 --- a date prior to her October

2000 remarks to the WSJ stating her future wishes to launch a skin care line.

And, 2 years later, in August, 2003, she signed another PTO Declaration; this
time, alleging use of the AABH Marks as of October, 1999 — 1 year prior to her press

interviews in which she discussed her future goals to market skin care and fragrance.

Opposer knew that the marks were not in use on skin care and fragrance
products when she gave her press interviews: she characterized the skin care and
fragrance products as possible goals. Yet, she knowingly misrepresented to the PTO
in verified documents that those goods existed - giving “use” dates preceding her

o 2
remarks as to goods nof yet in existence.

? Opposer’s belief system as to truth is apparently not limited to PTO filings. In discovery, Opposer
stated that she never heard of Applicant before the instant matter. Yet, in 2005, Opposer had instructed
her then counsel to obtain Applicant’s signature on a co-existence agreement due to the PTO’s 2(d)
refusal of Opposers’ applications Serial Nos. 76/632,130 and 76/632/127 based upon Applicant’s priority.
Opposer threatened Applicant with a petition to cancel if Applicant would not agree. Applicant did not
agree, and Opposer eventually persuaded the PTO to issue the registrations.



This is not an issue of “erroneous use date”. These are knowing and

intentional misrepresentations of fact intended to induce the PTO into issuing

registrations for goods which Opposer knew did not exist --- made on 2 separate

occasions to the PTO.

Ci A Search on Opposers’ Website Produced “0” Results for Skincare

Not surprisingly, a March 9, 2009 search conducted on Opposers’ website
“Anastasia Soare The Definitive Brow Expert” -- yielded “0” results for skin care

products.’ (Bass Decl., Exhibit E).

ARGUMENT

I.  The Totality of the Evidence Proving Opposers’ Fraud is

Clear and Convincing

Fraud in procuring a trademark registration occurs when an applicant
knowingly makes false, material representations of fact in connection with an
application to register which it knows or should know to be false or misleading.
Torres v. Cantine Torresella S.r.l, 1U.S.P.Q.2d 1483 (Fed. Cir. 1986). In order to
cancel a registration based on fraud, proof must be adduced by clear and convincing
evidence of both a false statement and an intent to deceive the PTO. Metro Traffic
Control, Inc. v. Shadow Network Inc., 104 F.3d 336 (Fed. Cir. 1997); L.D. Kichler
Co. v. Davoil Inc., 192 F.3d 1349 (Fed. Cir. 1999).

And, in In re Bose No. 2008-1448, 2009 WL 2709312 (Fed. Cir., Aug. 31, 2009),

the court stated, “When drawing an inference of intent, ‘the involved conduct, viewed

’ After the fraud petitions were filed, Opposers added 3 skincare products to their website.

10



in light of all the evidence....must indicate sufficient culpability to require a finding of

intent to deceive. Kingsdown 863 F.2d at 876.”

In this case, Opposer’s conduct indicates sufficient culpability to require a

finding of intent to deceive, in view of:

(1) Opposers’ admissions that the Mark was never used on 13 goods and their now-
pending request to delete another 13 goods because they “are not currently”

used;

(2) Opposer’s stated failure to read, review and understand the unambiguous
language of the PTO documents which she signed in prosecuting 2 separate

applications on 2 different occasions over the course of 2 years;

(3) Opposer’s own Disclosures of her quoted press interviews which patently refute

her claim of “honest mistake™ misrepresentations to the PTO;

(4) Opposer’s admission that all dates of use were misstated, including one in Class

4 which came into actual use after Opposer signed the PTO documents; and

(5) a search of Opposers’ website before applicant’s counterclaims for fraud were
filed disclosing no use of Opposers’ marks on any of the skin care products

identified in their registrations.

IL The Bose Decision Supports a Finding of an Intent to Commit

Fraud Based Upon “Objective Manifestations”

In overturning the Medinol “should have known” standard, the Bose court
explicitly affirmed the Board’s emphasis on “objective manifestations™ in analyses of

intent to commit fraud:

“We understand the Board’s emphasis on the “objective manifestations” to

mean that ‘intent must often be inferred from the circumstances and related

11



statement made. Id. (internal quotation marks omitted quoting First Int’l. Serv.,

5 USPQ2d at 1636). We agree.” (Emphasis added). In re Bose, Ild.

Although the Bose court overruled the “should have known™ standard used in
First Int’l. Serv. Corp. v. Chuckles, Inc., 5 USPQ2d 1440, 1443 (TTAB 1997), the

court cited the Board’s reasoning concerning “objective manifestations™ as sound law.

Significantly, First Int’l Servs., Id. was concerned with an Applicant’s

testimony that he misunderstood the language of the unambiguous legal document.

In First Int’l Servs., Id., Applicant filed a Section 1(a) application claiming use
of the mark for shampoo, hair conditioner, hair setting lotion, hair spray, permanent
waves, hair colors, skin and body lotions, skin moisturizers, skin cleansing cream,
skin toners and body shampoo. After admitting that the mark had not been used on
most of the goods identified in the application at the time he signed the application,
Applicant’s president testified that he misunderstood the language in the application
"has adopted and is using" to mean a list of all products on which the mark would be

used in the future. The Board stated:

[W]e recognize that it is difficult, if not impossible, to prove what occurs in

a person's mind, and that intent must often be inferred from the

circumstances and related statement made by that person. Otherwise, all

claims of fraud could easily be defeated by the simple statement, "I had no
intent to do so." The analysis must be whether the person knew or should
have known of the falsity of the statement......The language in the
application that the "Applicant had adopted and is using the mark shown" is
clear and unambiguous and was central to the application. The errors in
this statement cannot be characterized as mere carelessness or
misunderstanding to be winked at as of no importance. (Emphasis added).

First Int’l Servs., Id.

12



The factual situation in Bose was wholly different. There, the CAFC
concluded that a registrant’s sworn statement of “use”, although false, was an “honest

misunderstanding or inadvertence without a willful intent to deceive.” In re Bose, Id.

In Bose, the mark was used on 4 out of 5 goods. Although certain goods
bearing the mark were no longer manufactured, registrant continued to repair those
goods which customers shipped to it. The court held that the registrant’s belief that it
was using the goods was an “honest misunderstanding or inadvertence without a

willful intent to deceive.”

Here, the Marks are listed for 57 goods in Class 3 for each of 2 registrations

issued 2 years apart. Opposer admits that the Marks were never used with 13 items,

and they now seek to delete 12 additional items in Class 3 and 1 product in Class 4:

stating that these products are not “currently” promoted for “nationwide sale”. And,

so, in the face of applicant’s fraud counterclaims. Opposers now seek to remove a

total of 26 items from the 2 challenged registrations. In addition, and as further proof

of Opposers’ reckless disregard for the truth, Opposer Soare admits that she misstated

all dates of first use.

ITI. Oppposer’s Excuses Evince a Pattern of Conduct of such Rampant

and Reckless Disregard as to Rise to the Level of an Intent to Deceive

The scope of Opposers’ misrepresentations to the PTO are nothing short of

outrageous.

In their Motion to Amend, Opposers admit that the Marks were never used in
connection with 13 products identified in Registrations 2798069 and 2821892. (Opp.
Exh. PB-1, 9 39).

Opposers boldly ask this Board to allow them to amend 2 registrations with

impunity, and in the face of Applicant’s fraud allegations, to delete 13 items in Class

13



3 from both registrations and change the dates of first use in every class listed in both

registrations. Opposers also admit that the actual date of first use in Class 4 was

subsequent to the date that Opposer Soare verified both applications to register, and

they now propose to delete Class 4 in its entirety from both registrations. Opposers

also want to delete an additional 12 products from Class 3 in both registrations stating

that they are not “currently” promoting these products for nationwide sale. (Exh.
Opp. PB-1, ¥ 39).

With respect to Opposer’s deletions and proposed amendments, Opposer

Soare’s untenable excuses project an attitude of such reckless disregard toward the

truth or falsity of the PTO documents that can only be characterized as contemptuous:

(1)

(2)

3)

4)

(3)

(6)

Neither the ABH Declaration nor the AABH Declaration which she signed in
in 1999 when she filed the trademark applications made “any explicit reference

to any specific goods...”.( 49 15, 25).

She “did not conduct a careful review of the ‘goods’ listed™ in either of the

two applications. ( q 415, 25).

With respect to both the ABH application and the AABH application, she “did
not have a clear understanding of what it means to ‘use the mark in
commerce’ other than that the listing of goods included all the product

categories that she was “planning to market™. (9 15, 25).

She “did not realize that the 2001 ABH Amendment would be interpreted to
mean that ABH was claiming that it was then using the mark in any particular

way.” (9 20).

She “mistakenly believed that any commercial use of the name ‘Anastasia

Beverly Hills” constituted ‘use in commerce’.” (4 21).

She “did not review the Notice of Allowance referenced in the 2003 AABH
Declaration” which she signed under oath. ( 9 30).

14



(7)

(8)
(9)

She “did not know that the Statement of Use would be interpreted to mean
that ABH was claiming that it was using the mark on each of those goods in

interstate commerce.” ( §31).
She “did not understand the legal meaning of ‘interstate commerce’”. (§ 30).

She does not “profess to be an expert on what constitutes normal trade

usages and practices in the field of fragrances and perfumes™. (9 38).
(Soare Decl. - Exh. PB-1, Opposer’ Motion to Dismiss)

This is not a case of an “honest mistake™ or “mere inadvertence™ constituting

“simple negligence” or even “gross negligence”. This is reprehensible conduct

perpetuated over 2 years without regard to the truth or falsity of the filings of USPTO

documents, infecting 2 trademark applications and designed to obtain trademark

registrations which had no basis in law or fact.

This is not a case of “simple negligence” involving an isolated incident where:

a box was inadvertently checked on the TEAS form (Medinol Ltd. v. Neuro
Vasx, Inc., 67 U.S.P.Q.2d 1205 (T.T.A.B. 2003); or

goods were inadvertently left in a box on the TEAS form (Jimlar Corp. v.
Montrexport S.P.A., Canc. No. 92032471 (T.T.A.B. June 4, 2004, not citable as

precedent)

--—- each of which was ruled to be “fraud” but might (or might not) be

characterized today as “simple negligence”.

Nor is this a case involving a lengthy, erroneous description of goods which

might, today, be characterized as “gross negligence” but was determined to be fraud

where the application was inadvertently not divided into “use-based” and “intent-to-

use” (JE.M. International, Inc. v. Happy Rompers Creations Corp., Canc. No.
92043073 (TTAB February 10, 2005 not citable as precedent).

15



Nor is this a case of an Applicant who, in the course of filing and prosecution
of a single application made any single mistake. This is, instead, a pattern of reckless
and egregious indifference as to the truth or falsity of verified documents, which were
relied upon by the USPTO, and were material to the issuance of the challenged
registrations. Opposers recklessly failed to seriously consider and execute the
unambiguous Declarations at times (2001 and 2003) when they were represented by
trademark counsel in New York and California. Opposer now admits that the subject
Marks were not used as to 13 goods listed in the registrations, and that a total of 25
items in Class 3 should be deleted, and that dates of first use should be changed for
the remaining items --- in both applications. If this conduct does not exceed --- let
alone “meet” the legal standard of “reckless disregard™ in trademark jurisprudence ---
nothing does. If this conduct does not constitute fraud on the USPTO, then the

requirement that the averments in an application be verified is simply a nullity.

Each of Opposer’s excuses reflects a reprehensible and irresponsible disregard
for the truth that is, at a minimum, “reckless”. Taken as a whole, Opposer’s pervasive
and reckless disregard of the truth or falsity of the PTO documents which she signed

relative to 2 separate trademark applications made a mockery of their importance and

took “reckless disregard™ of the truth to the ineluctable level of “fraudulent intent”. It
is inarguable that the PTO would not have granted these registrations had it known

then what it knows now.

1V. The Circumstantial Evidence of Opposer’s Fraud is Clear and

Convincing

“Of course, ‘because direct evidence of deceptive intent is rarely available,
such intent can be inferred from indirect and circumstantial evidence. But such
evidence must still be clear and convincing, and inferences drawn from
lesser evidence cannot satisfy the deceptive intent requirement.” Star Scientific,

Inc. v. R.J. Reynolds Tobacco Co., 537 F.3d 1357, 1366 (Fed.Cir. 2008).
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When drawing an inference of intent, “the involved conduct, viewed in
light of all the evidence....must indicate sufficient culpability to require a
finding of intent to deceive.” ** Kingsdown, 863 F.2d at 876. In re Bose Corp.,
No. 2008-1448, 2009 WL 2709312 (Fed. Cir., Aug. 31, 2009).

Here, the circumstantial evidence of Opposers’ fraud is simply astounding. It

includes:

e Opposers’ admissions that the Marks were never in use for 13 goods in

Class 3 (and not currently in use for another 12);

e A pattern of utter and unremitting reckless disregard of the truth or
falsity of PTO documents signed and filed in connection with the
prosecution of two separate trademark applications conducted over two
years --- resulting in 13 goods being unlawfully registered in each of 2
separate registrations and false dates of first use recorded for 57 goods

in Class 3 in two separate registrations.

e Opposer Soare’s August, 2000 quoted interview in “Womens Wear
Daily” discussing her “goal” to expand her eyebrow business to include
a full skin care collection — which flatly contradicts Opposer’s 2001 and
2003 verifications to the PTO that those same goods were in existence

before her WWD interview; and

e Opposer’s October, 2000 interview with “The Wall Street Journal”
repeating her desire to hopefully have a skin care product line --- which
flatly contradicts her 2001 and 2003 verifications to the PTO that those

same goods were in existence before her WSJ interview.

Opposer cannot be heard to claim that her misstatements to the PTO were
“honest mistakes”. The facts are clear that, when she signed both Declarations 2

years apart in 2001 and 2003, Opposer deceived the PTO since, in 2000, she had told
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Womens’ Wear Daily and The Wall Street Journal that skin care and fragrance
products (41 goods identified in her intent-to-use applications) -- were goods which
she wanted to market --- not goods which existed on the 1999 and 2000 dates she

alleged in the Declarations.

V. Opposers’ Amendments Cannot Cure Their Fraud

The proposition that amendments to a registration cannot cure fraud is
anchored in trademark doctrine as well as notions of common sense. Tequila
Cazadores, S.A. de C.V. and Bacardi Company, Limited v. Tequila Centinela, S.A. de
C.V. (Opp. No. 01125436, TTAB Feb. 24, 2004).

Regardless, the Board had made clear that correction of a false statement

regarding use if made before a registration has been challenged, may create a
rebuttable presumption that [registrant] did not intend to commit fraud.” Zanella Ltd.
v. Nordstrom, Inc., 90 USPQ2d 1758 (TTAB 2008). (Emphasis added). In this case,
however, Opposers seek to correct by amendment their false statements made nearly
one year after the fraud claims were filed. Thus, even under the Board’s pre-Bose
jurisprudence, it is too late for Opposers to cure their fraud. Moreover, there is no
precedent for allowing such a “cure” where the factual circumstances surrounding the

false statements are as outrageous as in this case.

Only now, many years later and nearly one year after two fraud claims were
lodge in response to an utterly spurious attack upon the senior user — do Opposers
finally admit that 13 goods were never used and an additional 12 goods “are not
currently in use”. But for the fraud claims, Opposers would have continued their

reckless disregard of the law and not sought to amend their registrations.
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CONCLUSION

This case belongs in the pantheon of trademark fraud jurisprudence.

There is no genuine issue of fact concerning Opposers’ admissions to non-use
of the Marks on 13 goods in two registrations. And, there is no genuine issue of fact
concerning Opposers’ pattern of reckless disregard in deceiving the PTO in order to

procure registrations.

Opposers’ attempts to excuse their fraud made a mockery of the application
process and the solemnity of the application verification. At best, Opposers’ excuses
evince such a reckless disregard of the truth as to constitute an intent to deceive. At
worst, this conduct reflects an unconscionable disregard of the truth borne of

contempt for the rule of law and its process.
For all of the foregoing reasons, Applicant respectfully requests that the Board:

(1) dismiss Opposers” Motion to Dismiss as “moot™ based upon Applicant’s Motion

to Amend and [Proposed] Amended Counterclaims of Fraud: and

(2) grant this Motion and cancel Registrations 2,798,069 and 2,821,892 in Class 3.

Dated: February 12, 2010 Respectfully submi

Daphne Shédd/dan f?.ass
DAPHNE SHERIDAN BASS

LLAW OFFICES

921 26" Street

Santa Monica, CA 90403
T(310)829-2805; F(310)829-9018
daphneb@earthlink.net

Attorney for Applicant

Anastasia Marie [Laboratories, Inc.
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Anastasia Marie Chehak, R.D., L.D., C.D.E,,

is a well-known authority, educator, nutritionist, clinician, entrepreneur, and graduate of the
OU Health Sciences Center.

As a Board Certified Diabetes Educator, Registered and Licensed Dietitian and a Type 1
diabetic herself, Anastasia is among the nation’s leading experts regarding the physical effects
of diabetes and an innovator who combines the special skincare needs of the diabetic with
superior pharmacology to champion a proactive philosophy of diabetes self-management. She
is both the creator of a revolutionary brand of FDA-approved diabetic skincare and foot care
products and also a passionate healer who remains at the forefront of the industry.

Anastasia is founder, President and CEO of Anastasia Marie Laboratories, Inc. (AMLabs). Her
vision and pioneering research created Diabetic Pure Skin Therapy® She actively continues
diabetes education, clinical investigation, testing, and product development at AM Labs. She
is a leading authority on diabetic foot and skin care.

Anastasia and AM Labs have been the subject of over 100 publications in retail pharmacy
and diabetes journals on developments in diabetes skin and foot care, diabetes disease
management and education, podiatry, health and nutrition. She formerly served on the
Industry Advisory Board for Retail Pharmacy News in New York.

She is also a past member of the Board of Directors for the American Diabetes Association

of Oklahoma. Her professional affiliations include the American Diabetes Association, the
American Association of Diabetes Educators, Independent Cosmetic Manufacturers and
Distributors and the American Dietetic Association. Her numerous honors and awards include:
Profiles in Excellence by Podiatry Management; Case of the Year Award by the Small Business
Institute and many others too lengthy to list.

ANASTASIA MARIE LABORATORIES, INC.
INTERNATIONAL

6520 North Western Avenue, Suite 100
Oklahoma City, OK 73116
405.840.0123 800.542.7546 amlab.com

VoiceofDiabetes.com

EXHIBIT B
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DECLARATION OF DAPHNE SHERIDAN BASS IN SUPPORT OF
APPLICANT’S MOTION FOR SUMMARY JUDGMENT

I, Daphne Sheridan Bass, hereby declare under penalty of perjury as follows:

1. I am a member of the Bar of the State of California and attorney to Applicant.

2. On March 2 and 9, 2009, I conducted an online 'search on Google by typing
“Anastasia Beverly Hills” in the search box. This search directed me to Opposers’ site
“www. anastasia.net” labeled “-Anastasia Soare - THE DEFINITIVE BROW EXPERT™.

3. On Opposers’ site in a box entitled “Search for Products & Keywords”, I typed
“moisturizing lotion”. That search produced “0” results. I then typed “moisturizing
cream”. That search produced “0” results. My typed searches for “face lotion” and “face
cream” also produced “0” results. True and correct copies of these search results are
attached hereto as Exhibits E-1, E-2, E-3 and E-4.

4. I also searched Opposers’ site for any skincare products under “Product
Categories™ links entitled “Brows”, “Eyes”, “Brushes”, “Tools”, “Kits” and “Giveaways”.
Under the “Face” Link, a “Baked Highlighting Brow Kit”, makeup concealer but no
skincare products appeared; a true and correct copy of this search page being attached
hereto as Exhibit E-5. Under the “Eyes™ Link, 3 cosmetic pencils and the foregoing 2
products listed under “Face” appeared and no skincare products; a true and correct copy
of this search page being attached hereto as Exhibit E-6.

5. Opposers’ “Brushes™ Link showed 3 brushes, its “Tools™ Link showed 6 tools;
its “Kits” Link showed 9 Brow Kits; its “Giveaways” Link showed a “Brow Kit” and its
“Brows” Link showed 29 eyebrow products; true and correct copies of all such search
pages attached hereto as Exhibits E-7, E-8, E-9, E-10 and E-11A through E-11D.

I declare under penalty of perjury under the laws of the United States of America
that the foregoing is true and correct and that this Declaration was executed this 11th day

of February, 2010 in Santa Monica, California.

DATED%«-\ /% a/&f“‘ﬁxp%@"——‘—\

7 DAPHKE ?’ijbiRlDAN BASS
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Anastasia Beverly Hills :: Face Page 1 of 1

sivz Member Yai? Create My Aceount

Login | NotanE

NEWS & EVENTS STORE L

Produgts :: Face

Giveaways S e e AT L S e P s e i

‘Search for Products & Keywords

FAQ's | Beauty Tips | Golden Ratio

hlighting Brow Kit Concealer
$3260 1960
Baked Highlighting Brow Kit
$32.00
As Featured In
Our Salon
i ABOLIT ANASTASIA - SITEMAP -y émsiasc’af Sﬂtu s PRIVACY POLICY - TERMS AND CONDITIONS

THE DEFINFIIVE BROW EXPERT=
N /

Copyright & 2008 Anastasia Bavarly Hilis

http://anastasia.net/home.php?cat=251 3/9/2009



EXHIBIT E-6



Anastasia Beverly Hills :: Eyes Page 1 of 2
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Shimmer Highlighter
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Anastasia Beverly Hills :: Brushes Page 1 of 1
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$65.00

$65.00

All In One 7-Elemen

$85.00
§ Brow Express
g $38.00
: The Essantial § Plece Brow Kit
i $75.00

Brow Tool Kit
$45.00

o
Brow Express
$38.00

As Featured In

Qur Salon

Mini Brow Kit The Essential 6 Piece Brow Kit Tweezers Anonymous
$25.00 $75.00 $55.00

http:/anastasia.net/home.php?cat=255 3/9/2009



EXHIBIT E-10



Anastasia Beverly Hills :: Giveaways Page 1 of 1

Login | Notan Exglusive Mamber Yet? Create My Account g Oitems | Makoup Bag s Empty

HOME PRODUCTS PRESS ) 1= NEWS & EVENTS STORE LOCATOR

Tools

Kits

Products - Giveaways

Sort By: Product Price A Default

._.-—9 Giveaways e e e T e e S

Search for Products & Keywords

| Beauty Tips | Golden Ratio

All In One 7-Element Brow Kit

All in One 7-Element Brow Kit Giveanay
Giveaway
$86.00
- Book Your Expetience
Anastasia’s Online Booking
Qur Saton
ABOUT AMASTASIA - SITEMAD — Eaastasia Soart— PRVACY POLICY - TERMS AND CONDITIONS

TRE DEFINI‘\HVE BROW EXPERT=
g N

Copyrighe @ 2008 Anastasha Baverly Hills

http://anastasia.net/home.php?cat=256 3/9/2009



EXHIBIT E-11A



Anastasia Beverly Hills :: Brows Page 1 of 2

Login | MNotan Exclusive Member Yai? Create My Account ﬁ Oitams | Makeup Bagis Emply

HOME A JCTS PRESS . of NEWS & EVENTS STORE & CONTACT US

Products :: Brows
SortBy:  Product Price & Default

Resultpages: 4 1 2

Search for Products & Keywords

FAQ's | Beauty Tips | Golden Ratio

Brow Pen

Brow Pen Brows in Bioom
$21.00 $38.00

Brow Powder Dug

$22.00

Matte Highlighter Mini Brow Kit
“$3760

As Featured In

Qur Salon

Shimmer Highlighter
$21.00

Precision Tweezers
$28.00

http://anastasia.net/horne.php?cat=249&s0rt=orderby&sort_direction:ﬂ&page:Z 3/9/2009



EXHIBIT E-11B



Anastasia Beverly Hills :: Brows Page 2 of 2

Stencils The Essential 6 Piece Brow Kit Tinted Brow Gel
$20.00 i $75.00 $21.00

Tweezers Anonymaous
$55.00

Resuitpages: 4 1 2

o .w,t;;rae;;x - smEmap : ——gmm:g— PIIVACY FOLICY - . r:mas.\@ncommons
THE DEF[N‘!_IIVE BROW EXPERTH
5 _\-, / 4

Copyrighe & 2008 Anastasia Beverly Hills

http:/lanastasia.net/home.php?cat;Z49&sort=orderby&sort,_direction:()&page:Z 3/9/2009



EXHIBIT E-11C



Anastasia Beverly Hills :: Brows Page 1 of 2

Login | Not an Exclusive Mamber YaI? Create My Account .g‘{ Qitems | Makeup Bagis Empty

HOME PRODUCTS ESS \ i} EVENTS

Products :: Brows
Giveaways SortBy:  Product Price A Default
fesullpages 1 2 b

Search for Products & Keywords

FAQ's | Beauty Tips | Golden Ratio

ot Brow Kit

Brow Wiz
$20.00

Brow Enhancing €
$36.00

Perfect

Baked Highlighting Brow Kit
$32.00

_Q_lil’§_§|0ml1 AARETRE A
oo

Brow Express Brow Filler Brow Fix
$38.00 $20.00 $21.00

http://anastasia.net/home.php?cat=249 3/9/2009
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Anastasia Beverly Hills :: Brows Page 2 of 2

Brow Lights Kit Brow Pen Brow Powder Duo

TTT§1950 $21.00 TT§22°00

Brow Stix . Brow Tool Kit Brow Wiz
§14.00 §45.00 $20.60

Resultpagess 1 2 P

ABOUT ,\NA;TAVSM - SITEMAP e .—— éfm‘:_fm;-‘—- ; PRIVACY POLICY - V ?“E_RMS:\N'D CONDITIONS
THE DEFIN:!;FIVE BROW EXPERT=
N /

Copyrlght © 2008 Anastasia Beverly Hlls

http://anastasia.net/home.php?cat=249 3/9/2009



CERTIFICATE OF SERVICE

This is to certify that a true and correct copy of the foregoing APPLICANT’S
OPPOSITION TO MOTION TO DISMISS AND APPLICANT’S MOTION
FOR SUMMARY JUDGMENT AND ACCOMPANYING EXHIBITS and
DECLARATION OF DAPHNE SHERIDAN BASS was served by email, by
agreement, on John M. May, Esq., attorney for Opposers, at John@May.us this 12" day
of February, 2010.

7 )

-
Date E/Z;Zﬂ,r/r-— o A - 1*_‘,‘:&%9/ . X _,_;,z/épgl_"}t‘ "
/ " Daphite Sheridan Bass
/ ;




IN THE UNITED STATES PATENT AND TRADEMARK OFFICE
BEFORE THE TRADEMARK TRIAL AND APPEAL BOARD

ANASTASIA BEVERLY HILLS, INC. )
ANASTASIA SOARE )
ANASTASIA SKIN CARE, INC. )
)
Opposers )

) Opposition No.

v ) 91188736

)
)
ANASTASIA MARIE LABORATORIES , INC. )
)
Applicant. )
)

APPLICANT’S OPPOSITION TO OPPOSERS’ MOTION TO AMEND

Applicant, by its attorney, opposes Opposers’ Motion to Amend their
Registrations 2,798,069 and 2,821,892 in Class 3 which are the subject of
Applicant’s Cancellation Counterclaims on the ground of fraud in the instant
matter. Applicant incorporates by reference as fully set forth herein its allegations
of fraud set forth in its Motion for Summary Judgment and [Proposed] Amended
Counterclaims for Cancellation filed concurrently herewith stating its position
that, under Tequila Cazadores, S.A. de C.V. and Bacardi Company, Limited v.
Tequila Centinela, S.A. de C.V. (Opp. No. 01125436, TTAB Feb. 24, 2004),

Opposers’ attempts to amend its registrations should be denied.

Anchored trademark doctrine is unequivocal that correction of a false

statement regarding use if made before a registration has been challenged, may

create a rebuttable presumption that [registrant] did not intend to commit fraud.”

Zanella Ltd. v. Nordstrom, Inc., 90 USPQ2d 1758 (TTAB 2008). (Emphasis



added). In this case, Opposers seek to correct by amendment their false statements

made nearly one year after the fraud claims were filed.

In view of the foregoing, it is respectfully requested that the Board deny
Opposers’ Motion to Amend Registrations 2,798,069 and 2,821,892 in Class 3.

Respectfully submitted,

DATED: February 11, 2010 _ M—\

" DaphneSheridan Bass
DAPHNE SHERIDAN BASS
LAW OFFICES
921 26™ Street
Santa Monica, CA 90403
Telephone (310) 829-2805
Facsimile (310) 829-9018
daphneb(@earthlink.net
Attorney for Applicant
Anastasia Marie Laboratories, Inc.




CERTIFICATE OF SERVICE

This is to certify that a true and correct copy of the foregoing APPLICANT’S
OPPOSITION TO OPPOSERS’ MOTION TO AMEND was served by email, by
agreement, on John M. May, Esq.. attorney for Opposers, at John@May.us this 12" day
of February, 2010.

Dat%”:"’“"‘)//a el @/;”—\

i / Dap@fe Sheridan Bass




